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DETAILED ACTION 



This Final Office Action is responsive to Applicant's amendment and reply submitted 
December 29, 2003. 

The rejection of claims 6, 10 and 15-17 under 35 U.S.C. § 1 12, second paragraph 
are withdrawn. 

Independent claims 1 and 6 were rejected under 35 U.S.C. § 103 as being obvious 
over Lambert in view of Rothbiatt and Foladare. This rejection, and the rejection of the 
dependent claims that incorporate this combination, is withdrawn. 



Rejection of Claim 1 Under 35 U.S.C. § 112, Second Paragraph 
As noted in the Office Action mailed August 29, 2003, Applicants has distinguished 
his invention from the prior art by charging that the means for connecting the subscription 
server and the cellular telephone network is "indeterminate." 1 Also, a careful reading of 
claim 1 reveals the claim provides no form of communication means between the 
subscription server and the cellular telephone network whatsoever. A careful reading of 
claim 1 reveals that the user interacts with the subscription server via the Internet , and that 
the mobile terminal communicates via the cellular telephone network, but there is no 
provision for communication with the subscription server by the cellular telephone network. 
Claim 1 therefore fails to particularly point out and distinctly claim the relationship between 
the subscription server and the cellular telephone network. Based on the foregoing, claim 1 
is rejected under 35 U.S.C. § 1 12, second paragraph. 



Response to Arguments 
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Rejection of the Claims Under 35 U.S.C. S 103(a) 

Applicant argues the references of (A) Lambert, Rothblatt and Foladare, or (B) 
Lambert, Rothblatt, Foladare, Rakavy, Excite@Home and Eller, cannot be combined to 
support a rejection of the independent claims, and claims depending therefrom, under 35 
U.S.C. §103. 

In response to Applicant's argument that the examiner's conclusion of obviousness 
is based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which was within the level of ordinary 
skill at the time the claimed invention was made, and does not include knowledge gleaned 
only from the applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 
443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

Applicant argues "the desirability of having offers for purchasing digitally formatted 
products sent to a mobile terminal of a user, after that user has subscribed for such a 
service on the Internet, is only suggested by the invention claimed in the present 
application." The Examiner respectfully disagrees and kindly directs Applicant's attention to 
Lambert. Lambert teaches a subscription service for digitally formatted music wherein 
music is offered to subscribers on a pay-per-listen basis. The Examiner submits that by 
offering music on a pay-per-listen basis, Lambert at least suggests sending an offer to 
receive a digitally formatted product. Lambert's music could not be provided on a pay-per- 
listen basis unless it was first offered to the user such that the user could accept, or reject 



1 Merriam Webster's Collegiate Dictionary, 10 th Edition (1999), defines the term "indeterminate" as "vague." 
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the offer as desired. Accordingly, Lambert discloses "the desirability of having offers for 
purchasing digitally formatted products sent to a mobile terminal of a user, after that user 
has subscribed for such a service on the Internet." 

Applicant argues the Office Action lacks specificity in indicating how the combination 
of prior art references teaches Applicant's invention. As an example of this lack of 
specificity, Applicant points to the purported lack of clarity in the Examiner's reasoning for 
combining the cited references to reject the claims under §103. However, the Examiner 
notes Applicant has argued that the Examiner's motivation for combining the references 
amounts to hindsight reasoning. Since the Examiner's motivation was expressed clearly 
enough for Applicant to argue that the Examiner has applied hindsight reasoning, the 
explanation for the motivation to combine references is sufficiently clear to communicate the 
Examiner's reasoning. Accordingly, the Examiner submits sufficient clarity has been 
applied in rejecting the claims. 

In response to applicant's argument that the examiner has combined an excessive 
number of references, reliance on a large number of references in a rejection does not, 
without more, weigh against the obviousness of the claimed invention. See In re Gorman, 
933 F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991). 

Applicant argues that neither combination (A),nor combination (B), referenced above 
teaches (1) "subscribing, by the user, to the on-line subscription service by interacting with a 
subscription server on the Internet," and (2) "transmitting to the mobile terminal via the 
cellular telephone network at predetermined time intervals and without user action an offer 
to download a digitally formatted product." 
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As to the first limitation, the Examiner notes Lambert describes a subscription 
service for receiving digitally formatted music on a pay-per-listen basis. Thus, Lambert 
teaches a subscription service. With respect to "interacting with a subscription server on 
the Internet," Excite@Home teaches this feature through its disclosure of a Web-based 
system that enables users to register for a network-enabled service. Accordingly the 
combination of Lambert and Excite© Home teach "subscribing, by the user, to the on-line 
subscription service by interacting with a subscription server on the Internet." 

As to the second limitation, Rothblatt teaches "transmitting an offer to download a 
digitally formatted product" through its disclosure of transmitting a menu of digital music 
from a satellite to a mobile terminal wherein the digitally formatted music is encrypted. 
Rothblatt further teaches that the menu (i.e. "offer") is transmitted "at predetermined 
intervals" in that the satellite transmits the menu "at the same time that it transmits the 
music." The Examiner further submits the menu is transmitted without user interaction 
since (1) the mobile terminal is incapable of transmitting a signal to the satellite, and (2) the 
menu is transmitted as part of a "broadcast" to which user interaction cannot inure. Thus, 
Rothblatt teaches limitation "transmitting an offer to download a digitally formatted product." 

Based on the foregoing, the combination of Lambert, Excite @home and Rothblatt 
teach (1) "subscribing, by the user, to the on-line subscription service by interacting with a 
subscription server on the Internet," and (2) "transmitting to the mobile terminal via the 
cellular telephone network at predetermined time intervals and without user action an offer 
to download a digitally formatted product." 



V 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention (see Response to Arguments supra). 

Claim Rejections - 35 USC §103 

The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claim 10-15 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lambert, Rothblatt, Foladare et al. and Eller et al. (U.S. Pat. No. 5,889,860). 

Regarding claims 10 and 12, Lambert, teaches a method of providing an on-line 
subscription service to a user of a mobile terminal, comprising the steps of: subscribing, by 
the user, to the on-line subscription service; and transmitting to the mobile terminal, a 
digitally formatted product. 

Lambert does not expressly teach transmitting to the mobile terminal at 
predetermined time intervals and without user action an offer to download a digitally 
formatted product, transmitting from the mobile terminal via the cellular network a response 
indicating whether the user wishes to accept the offer to download the digitally formatted 
product, and transmitting the digitally formatted product to the mobile terminal if the user 



\ 
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accepts the offer to download the digitally formatted product. However, Rothblatt teaches a 
method of providing pay-per-listen satellite radio service to a mobile terminal wherein a user 
receives, via a digital radio, an offer to receive digital music (page 4). Rothblath's method 
also teaches having the user accept the offer to receive digital music by transmitting his or 
her acceptance by punching in a music selection and a personal code (Id.). While both 
Lambert and Rothblatt both disclose providing a digital product on a pay-per-listen basis, 
Rothblatt provides greater detail in expressing how to accomplish the pay-per-listen 
function. Therefore, at the time of Applicant's invention, it would have been obvious to one 
of ordinary skill in the art, to modify Lambert to include Rothblatt's teaching of transmitting to 
the mobile terminal at predetermined time intervals and without user action an offer to 
receive a digitally formatted product, transmitting from the mobile terminal via the cellular 
network a response indicating whether the user wishes to accept the offer for a digitally 
formatted product, and transmitting the digitally formatted product to the mobile terminal if 
the user accepts the offer to receive the digitally formatted product. This combination would 
enable user's to implement Lambert's pay-per-listen function through the operation of a cell 
phone. 

Lambert and Rothblatt do not expressly teach subscribing, by the user, to the on-line 
subscription service by interacting with a subscription server on the Internet. However, 
Foladare teaches permitting a user to subscribe to a service for providing music over a 
wireless network wherein the user enters his account information over the Internet (Fig. 2; 
col. 2, lines 31-35; col. 5, lines 39-51). At the time of the Applicant's invention, it would 
have been obvious to one of ordinary skill in the art, to modify Lambert to include 
subscribing, by the user, to the on-line subscription service by interacting with a subscription 
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server on the Internet in order to provide users with a convenient means for subscribing to a 
music service. 

Rothblatt and Lambert do not expressly teach transmitting, via a cellular telephone 
network, the offer to download the digitally formatted product, and the digitally formatted 
product itself. However, Foladare et al. teach providing a music service over a wireless 
network wherein users communicate with a central server, and receive digitally formatted 
music, via a digital radio wherein the wireless network comprises a cellular telephone 
network (Fig. 1; col. 3, lines 53-67). At the time of Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Rothblatt and Lambert to include 
transmitting, via a cellular telephone network, the offer to download the digitally formatted 
product, and the digitally formatted product itself as taught by Foladare et al. This 
combination would provide a widely available alternative network for implementing the 
digital radio service thereby avoiding the prohibitive costs associated with satellite 
communications. 

Still regarding claims 10 and 12, Lambert, Rothblatt and Foladare et al. do not 
expressly teach wherein the user can access a preview portion of the at least a portion of 
the digitally formatted product, and if the transmitted at least a portion of the digitally 
formatted product does not comprise the entire digitally formatted product and the user 
indicates a desire to purchase the digitally formatted product, transmitting the remaining 
portion of the digitally formatted product to the mobile terminal. However, Eller et al. teach 
a method of distributing partially-encrypted musical scores wherein a user is permitted to 
sample a non-encrypted portion of the score (Abstract). If the user elects to purchase the 
encrypted score, the user provides payment information and is thereupon provided with a 



i 
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decryption key that permits the user to access the music score in its entirety (Id.). At the 
time of Applicant's invention, it would have been obvious to one of ordinary skill in the art, to 
modify Lambert, Rothblatt and Foladare et al. to include the teachings of Eller et al. This 
combination would add value to the subscription service by enabling subscribers to make a 
purchasing decision after sampling the digitally formatted product. 

Regarding claim 1 1 , Lambert, Rothblatt, Foladare et al. and Eller et al. teach all the 
limitations discussed under claim 10. Lambert, Rothblatt and Foladare et al. do not 
expressly teach wherein the transmitted at least a portion of the digitally formatted product 
is the entire digitally formatted product, and the step of transmitting the offer and the at least 
a portion of the digitally formatted product comprises the step of transmitting a gateway lock 
to the mobile terminal, wherein although the user can access the preview portion of the 
digitally formatted product, the gateway lock prevents the user from accessing the 
remaining portion of the digitally formatted product. However, Eller et al. teach a method of 
distributing partially-encrypted musical scores wherein a user is permitted to sample a non- 
encrypted portion of the score (Abstract). If the user elects to purchase the encrypted 
score, the user provides payment information and is thereupon provided with a decryption 
key that permits the user to access the music score in its entirety (Id.). At the time of 
Applicant's invention, it would have been obvious to one of ordinary skill in the art, to modify 
Lambert, Rothblatt and Foladare et al. to include the teachings of Eller et al. This 
combination would enable users to sample a digitally-formatted product thereby promoting 
the sale of the digitally-formatted product. 

Regarding claim 13, Lambert, Rothblatt, Foladare et al. and Eller et al. teach all the 
limitations discussed under claim 1 1 . Lambert, Rothblatt and Foladare et al. do not 
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expressly teach the further step of if the user indicates a desire to purchase the digitally 
formatted product transmitting a decoding message for unlocking the gateway lock to the 
mobile terminal so that the user may access the entire digitally formatted product 
However, Elleretal. teach a method of distributing partially-encrypted musical scores 
wherein a user is permitted to sample a non-encrypted portion of the score (Abstract). If the 
user elects to purchase the encrypted score, the user provides payment information and is 
thereupon provided with a decryption key that permits the user to access the music score in 
its entirety (Id,). At the time of Applicant's invention, it would have been obvious to one of 
ordinary skill in the art, to modify Lambert, Rothblatt and Foladare et al. to include the 
limitations recited in claim 13 as taught by Eller et al. This combination would enable users 
to sample and then purchase a digitally formatted product. 

Regarding claim 14, Lambert, Rothblatt, Foladare et al. and Eller et al. teach all the 
limitations discussed under claim 11 Lambert, Rothblatt and Foladare et al. do not 
expressly teach: 

wherein the step of transmitting the offer and the at least a portion of the digitally 
formatted product further comprises the step of: 

transmitting an access code to the mobile terminal, wherein the access code unlocks 
the remaining portion of the digitally formatted product, wherein the user uses the access 
code to indicate that the user wishes to purchase the digitally formatted product by 
unlocking the remaining portion of the product; 

wherein the step of transmitting from the mobile terminal to the subscription sen/era 
response indicating whether the user wishes to purchase the digitally formatted product 
comprises the steps of: 
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transmitting a message to the subscription server notifying the subscription server 
either i) that the user has, or ii) that the user has not, unlocked the remaining portion of the 
digitally formatted product using the access code. 

However, Eller et al. teach a method of distributing partially-encrypted musical 
scores wherein a user is permitted to sample a non-encrypted portion of the score 
(Abstract). If the user elects to purchase the encrypted score, the user provides payment 
information and is thereupon provided with a decryption key that permits the user to access 
the music score in its entirety (Id.). Information relating to the transaction is then stored in a 
database (col. 6, lines 36-40). At the time of Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt and Foladare et al. to 
include the limitations of claim 14 as taught by Eller et al. This combination would enable 
users to purchase a digitally formatted product after sampling it. Another benefit of the 
combination would be to provide a ledger for documenting the financial details of purchase 
transactions. 

Regarding claim 15, Lambert, Rothblatt, Foladare et al. and Eller et al. teach all the 
limitations discussed under claim 10. Lambert, Rothblatt and Eller et al. do not expressly 
teach wherein the step of subscribing by the usercomprisestransmitting user-specific 
information, wherein the user-specific information comprises at least one of the capabilities 
of said mobile terminal, the preferences of the user, and other information related to the 
user. However, Foladare et al. teach a method of subscribing to a music service wherein a 
user interacts with an Internet server to provide user-specific information, including a 
subscriber identification code (col. 2, lines 26-37; and col. 5, lines 39-54). At the time of 
Applicant's invention, it would have been obvious to one of ordinary skill in the art to modify 
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Lambert, Rothblatt and Eller et al. to include Foladare's teaching of wherein the step of 
subscribing by the user comprises transmitting user-specific information, wherein the user- 
specific information comprises at least one of the capabilities of said mobile terminal, the 
preferences of the user, and other information related to the user. This combination would 
provide the music subscription service with user identification information thereby enabling 
the subscription service to maintain the account activity of a plurality of users. 

Regarding claim 21, Lambert, Rothblatt, Foladare et al. and Eller et al. teach all the 
limitations discussed under claim 1 5. Lambert, Rothblatt, and Eller et al. do not expressly 
teach wherein the offer to download the digitally formatted product is sent to the subscribed 
user if the digitally formatted product corresponds to the user-specific information stored at 
the subscription server. However, Foladare teaches receiving user-specific information 
during a subscription process, and transmitting a digital product to a user via a digital radio 
(col. 2, lines 39-54; and col. 39-67). At the time of the Applicant's invention, it would have 
been obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt, and Eller et al. 
to include a step wherein the offer to download the digitally formatted product is sent to the 
subscribed user if the digitally formatted product corresponds to the user-specific 
information stored at the subscription server in order to ensure that the user system is 
capable of supporting the digitally formatted product. 

Claims 1, 16, 20, 5, 6, 8, 17, 18, 10-15 and 21 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Lambert in view of Rothblatt, Rakavy (U.S. Pat. No. 
5,913,040), a PR Newswire Article ("Excite@Home Goes Direct to Consumers With 
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Online Sign-Up for High-Speed Broadband Internet Service" PR Newswire 
(September 22, 1999)) (Excite@Home), Foladare et al. and Eller et al. 

Regarding claims 1 and 6, Lambert teaches a method of providing an on-line 
subscription service to a user of a mobile terminal on a cellular telephone newtwork, 
comprising the steps of: 

subscribing, by the user, to the on-line subscription service; and transmitting a 
digitally formatted product to the mobile terminal. 

Lambert does not expressly teach transmitting to the mobile terminal an offer to 
receive a digitally formatted product, transmitting from the mobile terminal via the cellular 
network a response indicating whether the user wishes to accept the offer to receive the 
digitally formatted product, and transmitting the digitally formatted product to the mobile 
terminal if the user accepts the offer to receive the digitally formatted product. However, 
Rothblatt teaches a method of providing pay-per-listen satellite radio service to a mobile 
terminal wherein a user receives, via a digital radio, an offer to receive digital music (page 
4). Rothblath's method also teaches having the user accept the offer to receive digital 
music by transmitting his or her acceptance by punching in a music selection and a 
personal code (Id.). While both Lambert and Rothblatt both disclose providing a digital 
product on a pay-per-listen basis, Rothblatt provides greater detail in expressing how to 
accomplish the pay-per-listen function. Therefore, at the time of Applicant's invention, it 
would have been obvious to one of ordinary skill in the art, to modify Lambert to include 
Rothblatt's teaching of transmitting to the mobile terminal an offer to receive a digitally 
formatted product, transmitting from the mobile terminal via the cellular network a response 
indicating whether the user wishes to accept the offer for a digitally formatted product, and 
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transmitting the digitally formatted product to the mobile terminal if the user accepts the 
offer to receive the digitally formatted product. This combination would enable user's to 
implement Lambert's pay-per-listen function through the operation of a cell phone. 

Assuming, arguendo, neither Lambert nor Rothblatt teaches providing an offer at 
predetermined time intervals and without user action, Rakavy overcomes this ostensible 
deficiency, Rakavy discloses a method and system for transmitting advertisements over a 
network wherein advertisements are selected based on user-defined preferences, and 
transmitted to users when a low level of network traffic is detected. At the time of 
Applicant's invention, it would have been obvious to one of ordinary skill in the art, to modify 
Lambert and Rothblat to include the teachings of Rakavy. Providing users with an offer at 
predetermined time intervals and without user action would provide a means of increasing 
advertising effectiveness since users will not be desensitized by a constant stream of 
advertising. Moreover, employing Rakavy's intermittent offer feature would enable the 
subscription system to make its offers to download music in between songs. 

Lambert, Rothblatt and Rakavy do not expressly teach subscribing, by the user, to 
the on-line subscription service by interacting with a subscription server on the Internet 
However, Excite@Home teaches subscribing for broadband cable Internet services over 
the Internet. At the time of Applicant's invention, it would have been obvious to one of 
ordinary skill in the art, to modify Lambert, Rothblatt and Rakavy to include the teachings of 
Excite@Home. Permitting users to subscribe by interacting with a subscription server on 
the Internet would increase user convenience by enabling users to register for the 
subscription service from any remote location having Internet access. Furthermore, 
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performing registration online would enable users to access detailed service information 
and interactive tutorials. 

Lambert, Rothblatt, Rakavy, and Excite@Home do not expressly teach transmitting, 
via a cellular telephone network, the offer to download the digitally formatted product, and 
the digitally formatted product itself. However, Foladare et al. teach providing a music 
service over a wireless network wherein users communicate with a central server, and 
receive digitally formatted music, via a digital radio wherein the wireless network comprises 
a cellular telephone network (Fig. 1 ; col. 3, lines 53-67). At the time of Applicant's invention, 
it would have been obvious to one of ordinary skill in the art, to modify Lambert, Rothblat, 
Rakavy and Excite@Home to include transmitting, via a cellular telephone network, the 
offer to download the digitally formatted product, and the digitally formatted product itself as 
taught by Foladare et al. This combination would provide a widely available alternative 
network for implementing the digital radio service thereby avoiding the prohibitive costs 
associated with satellite communications. 

Assuming, arguendo, Lambert, Rothblatt, Rakavy, Excite@Home and Foladare et al. 
do not teach an offer to download a digitally formatted product, Eller et al. satisfy this 
deficiency by disclosing a music library that offers a number of digitally formatted products 
for downloading (col. 5, lines 38-65). At the time of Applicants invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt, Rakavy, 
Excite@Home and Foladare et al. to include the teachings of Eller et al. Providing an offer 
to download the digital product would make it possible for subscribers to develop a library of 
digitally formatted products. 
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Regarding claim 5. Lambert. Rothblatt, Foladare e, al., Eller e, a,. RaKavy and 
Exci^Home tea* a„ the ,im«ations discussed under .aims 1 and 6 under paragraph 16. 
L am b ert,Fo,adaree t a,B l ere«a,.RaKav,andEx* @ Homedono t express,y t each,ne 

pmd uc> ***** to ft. a** frnft* Hoover, Rothbla* teaches providing a pay-per- 
, is ,en digi.aimusicse.ice wherein users are charged for a di g i t a„y—d product aner 
me user has accepted an offer to receive the digit* formatted product (p. 4). A. the time 
o, Applicants invent, it wouid have been obvious to one of ordinary s« in the art, to 
ra od«y Lambert. Foiadare et a,., Eiier e. ai. RaKavy and Exeite @ Home to include Rothbiatt's 

m oMe M** This combina«on would provide a means for general revenue ,n 
exchange for providing a digital product. Note that Lambert suggests implementing the step 
of charging a phce for the digitally formatted product in tha, Lambert discloses providing 

digital music on a gay-per-listen basis. 

Regarding claims 16 and 17, Lambert, Rothblatt, Foladare e. a,., Eller e, al. RaKavy 
and Exdte@Home teach all the limitations discussed under claims 1 and 6 under 
paragraph 16. Lambert, Rothbiatt, Eller et a,., Rafcav, and Excl,e @ Home do not expressly 
teach serein fte step of suoscno/ng oy fte user totter corses m***, «-r- 
spe * —on, *nere,n fte user-spec* —on copses a, leas, one of fte 

capanMes of sa« — *«» 

re/afed to fte user. However, Foladare e. a,, teach a method of subscribing to a mus,c 

service wherein a user interacts with an Internet server to provide user-specifc information, 
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including a subscriber identification code (col. 2, lines 26-37; and col. 5, lines 39-54). At the 
time of Applicant's invention, it would have been obvious to one of ordinary skill in the art to 
modify Lambert, Rothblatt, Eller et al., Rakavy and Excite@Home to include wherein the 
step of subscribing by the user comprises the steps of: transmitting user-specific 
information, wherein the user-specific information comprises at least one of the capabilities 
of said mobile terminal, the preferences of the user, and other information related to the 
user. This combination would provide the music subscription service with user identification 
information thereby enabling the subscription service to maintain the account activity of a 
plurality of users. 

Regarding claim 20, Lambert, Rothblatt, Foladare et al., Eller et al. Rakavy and 
Excite@Home teach all the limitations discussed under claim 16. Lambert, Rothblatt, Eller 
et al. Rakavy and Excite@Home do not expressly teach the method of claim 16, wherein 
the offer to download the digitally formatted product is sent to the subscribed user if the 
digitally formatted product corresponds to the user-specific information stored at the 
subscription server. However, Foladare teaches receiving user-specific information during 
a subscription process, and transmitting a digital product to a user via a digital radio (col. 2, 
lines 39-54; and col. 39-67). At the time of the Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt, Eller et al. Rakavy 
and Excite@Home to include a step wherein the offer to download the digitally formatted 
product is sent to the subscribed user if the digitally formatted product corresponds to the 
user-specific information stored at the subscription server in order to ensure that the user 
system is capable of supporting the digitally formatted product. 
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Regarding claim 18, Lambert, Rothbiatt, Foladare et al, Eller et al. Rakavy and 
Excite@Home teach all the limitations discussed under claim 17 above. Lambert, 
Rothbiatt, Eller et al. Rakavy and Excite@Home do not expressly teach wherein the offer to 
download the digitally formatted product is sent to the subscriber user if the digitally 
formatted product corresponds to the user-specific information stored at the subscription 
server. However, Foladare teaches receiving user-specific information during a 
subscription process, and transmitting a digital product to a user via a digital radio (col. 2, 
lines 39-54; and col. 39-67). At the time of the Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothbiatt, Eller et al. Rakavy 
and Excite@Home include a step wherein the offer to download the digitally formatted 
product is sent to the subscribed user if the digitally formatted product corresponds to the 
user-specific information stored at the subscription server in order to ensure that the user 
system is capable of supporting the digitally formatted product. 

Regarding claim 8, Lambert teaches a system wherein the digitally formatted product 
comprises at least one of an electronic book, audio material, or video material (page 1 , 
paras. 1, 5, 6, 8 and 9). 

Regarding claims 10 and 12, Lambert, teaches a method of providing an on-line 
subscription service to a user of a mobile terminal, comprising the steps of: subscribing, by 
the user, to the on-line subscription service; and transmitting to the mobile terminal, a 
digitally formatted product. 

Lambert does not expressly teach transmitting to the mobile terminal at 
predetermined time intervals and without user action an offer to download a digitally 
formatted product, transmitting from the mobile terminal via the cellular network a response 
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indicating whether the user wishes to accept the offer to download the digitally formatted 
product, and transmitting the digitally formatted product to the mobile terminal if the user 
accepts the offer to download the digitally formatted product. However, Rothblatt teaches a 
method of providing pay-per-listen satellite radio service to a mobile terminal wherein a user 
receives, via a digital radio, an offer to receive digital music (page 4). Rothblath's method 
also teaches having the user accept the offer to receive digital music by transmitting his or 
her acceptance by punching in a music selection and a personal code (Id.). While both 
Lambert and Rothblatt both disclose providing a digital product on a pay-per-listen basis, 
Rothblatt provides greater detail in expressing how to accomplish the pay-per-listen 
function. Therefore, at the time of Applicants' invention, it would have been obvious to one 
of ordinary skill in the art, to modify Lambert to include Rothblatt's teaching of transmitting to 
the mobile terminal at predetermined time intervals and without user action an offer to 
receive a digitally formatted product, transmitting from the mobile terminal via the cellular 
network a response indicating whether the user wishes to accept the offer for a digitally 
formatted product, and transmitting the digitally formatted product to the mobile terminal if 
the user accepts the offer to receive the digitally formatted product. This combination would 
enable user's to implement Lambert's pay-per-listen function through the operation of a cell 
phone. 

Lambert and Rothblatt do not expressly teach subscribing, by the user, to the on-line 
subscription service by interacting with a subscription server on the Internet. However, 
Foladare teaches permitting a user to subscribe to a service for providing music over a 
wireless network wherein the user enters his account information over the Internet (Fig. 2; 
col. 2, lines 31-35; col. 5, lines 39-51). At the time of the applicants' invention, it would have 
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been obvious to one of ordinary skill in the art, to modify Lambert to include subscribing, by 
the user, to the on-line subscription service by interacting with a subscription server on the 
Internet in order to provide users with a convenient means for subscribing to a music 
service. 

Rothblatt and Lambert do not expressly teach transmitting, via a cellular telephone 
network, the offer to download the digitally formatted product, and the digitally formatted 
product itself. However, Foladare et al. teach providing a music service over a wireless 
network wherein users communicate with a central server, and receive digitally formatted 
music, via a digital radio wherein the wireless network comprises a cellular telephone 
network (Fig. 1; col. 3, lines 53-67). At the time of Applicants' invention, it would have been 
obvious to one of ordinary skill in the art, to modify Rothblatt and Lambert to include 
transmitting, via a cellular telephone network, the offer to download the digitally formatted 
product, and the digitally formatted product itself as taught by Foladare et al. This 
combination would provide a widely available alternative network for implementing the 
digital radio service thereby avoiding the prohibitive costs associated with satellite 
communications. 

Still regarding claims 10 and 12, Lambert, Rothblatt and Foladare et al. do not 
expressly teach wherein the user can access a preview portion of the at least a portion of 
the digitally formatted product, and if the transmitted at least a portion of the digitally 
formatted product does not comprise the entire digitally formatted product and the user 
indicates a desire to purchase the digitally formatted product, transmitting the remaining 
portion of the digitally formatted product to the mobile terminal. However, Eller et al. teach 
a method of distributing partially-encrypted musical scores wherein a user is permitted to 
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sample a non-encrypted portion of the score (Abstract). If the user elects to purchase the 
encrypted score, the user provides payment information and is thereupon provided with a 
decryption key that permits the user to access the music score in its entirety (Id.). At the 
time of Applicants' invention, it would have been obvious to one of ordinary skill in the art, to 
modify Lambert, Rothblatt and Foladare et aL to include the teachings of Eller et al. This 
combination would add value to the subscription service by enabling subscribers to make a 
purchasing decision after sampling the digitally formatted product. 

Lambert, Rothblatt and Foladare et al. do not expressly teach wherein the user can 
access a preview portion of the at least a portion of the digitally formatted product, and if the 
transmitted at least a portion of the digitally formatted product does not comprise the entire 
digitally formatted product and the user indicates a desire to purchase the digitally formatted 
product transmitting the remaining portion of the digitally formatted product to the mobile 
terminal. However, Eller et al. teach a method of distributing partially-encrypted musical 
scores wherein a user is permitted to sample a non-encrypted portion of the score 
(Abstract). If the user elects to purchase the encrypted score, the user provides payment 
information and is thereupon provided with a decryption key that permits the user to access 
the music score in its entirety (Id.). At the time of Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt and Foladare et al. to 
include the teachings of Eller et al. This combination would enable users to sample a 
digitally-formatted product thereby promoting the sale of the digitally-formatted product. 

Assuming, arguendo, neither Lambert nor Rothblatt teaches providing an offer at 
predetermined time intervals and without user action, Rakavy overcomes this ostensible 
deficiency. Rakavy discloses a method and system for transmitting advertisements over a 



Application/Control Number: 09/476,674 Page 22 

Art Unit: 1648 

network wherein advertisements are selected based on user-defined preferences, and 
transmitted to users when a low level of network traffic is detected. At the time of 
Applicant's invention, it would have been obvious to one of ordinary skill in the art, to modify 
Lambert and Rothblat to include the teachings of Rakavy. Providing users with an offer at 
predetermined time intervals and without user action would provide a means of increasing 
advertising effectiveness since users will not be desensitized by a constant stream of 
advertising. Moreover, employing Rakavy's intermittent offer feature would enable the 
subscription system to make its offers to download music in between songs. 

Lambert, Rothblatt, Foladare et al., Eller et al. and Rakavy do not expressly teach 
subscribing, by the user, to the on-line subscription service by interacting with a subscription 
server on the Internet However, Excite@Home teaches subscribing for broadband cable 
Internet services over the Internet At the time of Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt, Foladare et al., Eller 
et al. and Rakavy to include the teachings of Excite@Home. Permitting users to subscribe 
by interacting with a subscription server on the Internet would increase user convenience by 
enabling users to register for the subscription service from any remote location having 
Internet access. Furthermore, performing registration online would enable users to access 
detailed service information and interactive tutorials. 

Still regarding claims 10 and 12, Lambert, Rothblatt, Eller et al. Rakavy and 
Excite@Home do not expressly teach transmitting, via a cellular telephone network, the 
offer to download the digitally formatted product, and the digitally formatted product itself. 
However, Foladare et al. teach providing a music service over a wireless network wherein 
users communicate with a central server, and receive digitally formatted music, via a digital 
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radio wherein the wireless network comprises a cellular telephone network (Fig. 1 ; col. 3, 
lines 53-67). At the time of Applicant's invention, it would have been obvious to one of 
ordinary skill in the art, to modify Lambert, Rothblatt, Eller et al. Rakavy and Excite@Home 
to include transmitting, via a cellular telephone network, the offer to download the digitally 
formatted product, and the digitally formatted product itself as taught by Foladare et al. This 
combination would provide a widely available alternative network for implementing the 
digital radio service thereby avoiding the prohibitive costs associated with satellite 
communications. 

Assuming, arguendo, Lambert, Rothblatt, Foladare et al., Rakavy and Excite@Home 
do not teach an offer to download a digitally formatted product, the disclosure of Eller et al. 
satisfies this deficiency. Eller et al. teach offering a digitally formatted product for 
downloading (col. 5, lines 38-65). At the time of Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt, Foladare et al., 
Rakavy and Excite@Home to include the teachings of Eller et al. This combination would 
enable users to receive a copy of the digitally formatted product thereby enabling users to 
access the digitally formatted product whenever the user wishes to reproduce it. 

Regarding claim 1 1 , Lambert, Rothblatt, Foladare et al., Eller et al. Rakavy and 
Excite@Home teach all the limitations discussed under claims 10 and 12 under paragraph 
16. Lambert, Rothblatt, Foladare et al., Rakavy and Excite@Home do not expressly teach 
wherein the transmitted at least a portion of the digitally formatted product is the entire 
digitally formatted product, and the step of transmitting the offer and the at least a portion of 
the digitally formatted product comprises the step of transmitting a gateway lock to the 
mobile terminal, wherein although the user can access the preview portion of the digitally 
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formatted product, the gateway lock prevents the user from accessing the remaining portion 
of the digitally formatted product However, Eller et al. teach a method of distributing 
partially-encrypted musical scores wherein a user is permitted to sample a non-encrypted 
portion of the score (Abstract). If the user elects to purchase the encrypted score, the user 
provides payment information and is thereupon provided with a decryption key that permits 
the user to access the music score in its entirety (Id.). At the time of Applicant's invention, it 
would have been obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt, 
Foladare et al., Rakavy and Excite@Home to include the teachings of Eller et al. This 
combination would add value to the subscription service by enabling users to sample the 
digitally formatted product making a purchasing decision. 

Regarding claim 13, Lambert, Rothblatt, Foladare et al., Eller et al., Rakavy and 
Excite@Home teach all the limitatios discussed under claim 1 1 under paragraph 16. 
Lambert, Rothblatt, Foladare et al., Rakavy and Excite@Home do not expressly teach the 
further step of if the user indicates a desire to purchase the digitally formatted product 
transmitting a decoding message for unlocking the gateway lock to the mobile terminal so 
that the user may access the entire digitally formatted product However, Eller et al. teach a 
method of distributing partially-encrypted musical scores wherein a user is permitted to 
sample a non-encrypted portion of the score (Abstract). If the user elects to purchase the 
encrypted score, the user provides payment information and is thereupon provided with a 
decryption key that permits the user to access the music score in its entirety (Id.). At the 
time of Applicant's invention, it would have been obvious to one of ordinary skill in the art, to 
modify Lambert, Rothblatt, Foladare et al., Rakavy and Excite@Home to include the 
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limitations recited in claim 1 3 as taught by Eller et al. This combination would enable users 
to sample the digitally formatted product before making a decision whether or not to buy it. 

Regarding claim 14, Lambert, Rothblatt, Foladare et at., Eller et al., Rakavy and 
Excite@Home teach all the limitations claims discussed under claim 1 1 under paragraph 
16. Lambert, Rothblatt, Foladare et al., Rakavy and Excite@Home do not expressly teach: 

wherein the step of transmitting the offer and the at least a portion of the digitally 
formatted product further comprises the step of: 

transmitting an access code to the mobile terminal, wherein the access code unlocks 
the remaining portion of the digitally formatted product, wherein the user uses the access 
code to indicate that the user wishes to purchase the digitally formatted product by 
unlocking the remaining portion of the product; 

wherein the step of transmitting from the mobile terminal to the subscription server a 
response indicating whether the user wishes to purchase the digitally formatted product 
comprises the steps of: 

transmitting a message to the subscription server notifying the subscription server 
either i) that the user has, or ii) that the user has not, unlocked the remaining portion of the 
digitally formatted product using the access code. 

However, Eller et al. teach a method of distributing partially-encrypted musical 
scores wherein a user is permitted to sample a non-encrypted portion of the score 
(Abstract). If the user elects to purchase the encrypted score, the user provides payment 
information and is thereupon provided with a decryption key that permits the user to access 
the music score in its entirety (Id.). Information relating to the transaction is then stored in a 
database (col. 6, lines 36-40). At the time of Applicant's invention, it would have been 



Application/Control Number: 09/476,674 Page 26 

Art Unit: 1648 

obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt and Foladare et al. to 
include the limitations of claim 14 as taught by Eller et al. This combination would enable 
users to purchase a digitally formatted product after sampling it. Another benefit of the 
combination would be to provide a ledger for documenting the financial details of purchase 
transactions. 

Regarding claim 15, Lambert, Rothblatt, Foladare et al., Eller et al., Rakavy and 
Excite@Home teach all the limitations discussed under claims 10 and 12 under paragraph 
16. Lambert, Rothblatt, Eller et al., Rakavy and Excite@Home do not expressly teach 
wherein the step of subscribing by the user comprisestransmitting user-specific information, 
wherein the user-specific information comprises at least one of the capabilities of said 
mobile terminal, the preferences of the user, and other information related to the user. 
However, Foladare et al. teach a method of subscribing to a music service wherein a user 
interacts with an Internet server to provide user-specific information, including a subscriber 
identification code (col. 2, lines 26-37; and col. 5, lines 39-64). At the time of Applicant's 
invention, it would have been obvious to one of ordinary skill in the art to modify Lambert, 
Rothblatt, Eller et al., Rakavy and Excite@Home to include Foladare's teaching of wherein 
the step of subscribing by the user comprises transmitting user-specific information, wherein 
the user-specific information comprises at least one of the capabilities of said mobile 
terminal, the preferences of the user, and other information related to the user. This 
combination would provide the music subscription service with user identification 
information thereby enabling the subscription service to maintain the account activity of a 
plurality of users. 
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Regarding claim 21, Lambert, Rothblatt, Foladare et al., Eller et al., Rakavy and 
Excite@Home teach all the limitations noted in the preceding discussion of claim 15. 
Lambert, Rothblatt, Eller et al., Rakavy and Excite@Home do not expressly teach wherein 
the offer to download the digitally formatted product is sent to the subscribed user if the 
digitally formatted product corresponds to the user-specific information stored at the 
subscription server. However, Foladare et al. teach receiving user-specific information 
during a subscription process, and transmitting a digital product to a user via a digital radio 
(col. 2, lines 39-54; and col. 39-67). At the time of the Applicant's invention, it would have 
been obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt, Eller et al., 
Rakavy and Excite@Home to include a step wherein the offer to download the digitally 
formatted product is sent to the subscribed user if the digitally formatted product 
corresponds to the user-specific information stored at the subscription server in order to 
ensure that the user system is capable of supporting the digitally formatted product. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lambert, Rothblatt, Rakavy, Excite @Home, Foladare et al., Eller et al., and Comline. 

Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. and Eller et al. teach all 
the limitations discussed under claims 1 and 6 under paragraph 16. Lambert, Rothblatt, 
Foladare et al., Eller et al., Rakavy and Excite@Home do not expressly teach wherein the 
mobile terminal comprises one of a palm-sized computer, a Personal Digital Assistant, and 
a cellular telephone. However, Comline teaches downloading digital music via a cellular 
phone. At the time of Applicant's invention, it would have been obvious to one of ordinary 
skill in the art to modify Lambert, Rothblatt, Foladare et al., Eller et al., Rakavy and 
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Excite@Home to include wherein the mobile terminal comprises one of a palm-sized 
computer, a Personal Digital Assistant, and a cellular telephone as taught by Comline. The 
benefit of this combination would be to enable users to receive and utilized digitally 
formatted products on a mobile device. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lambert 
in view of Rothblatt, Rakavy, Excite@Home, Eller et al., and Yuhn. 

Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. and Eller et al. teach all 
the limitations discussed under claims 1 and 6 under paragraph 16. Lambert, Rothblatt, 
Rakavy, Excite@Home, Foladare et al. and Eller et al. do not expressly teach wherein if the 
user accepts the offer to download the digitally formatted product, implementing the further 
step of determining whether the mobile terminal is capable of presenting the downloaded 
digital product, and if so presenting the digitally formatted product, and if the mobile terminal 
is incapable of presenting the downloaded digital product, transferring the digitally formatted 
product to a player capable of presenting the digitally formatted product. However, Yuhn 
teaches performing a system compatibility check prior to transmitting a multimedia data 
packet to a media terminal (col. 5, lines 1-34; and col. 6, lines 15-21). Yuhn states the 
benefit of its compatibility check is to insure that the multimedia transmission is played back 
properly. Thus, at the time of Applicant's invention, it would have been obvious to one of 
ordinary skill in the art, to modify Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. 
and Eller et al. to include the teachings of Yuhn in order to insure that the digitally formatted 
product purchased by the user is capable of being played back properly. 
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Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lambert, 
Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller et al., Yuhn and Motorola. 

Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller et al. and Yuhn 
teach all the limitations discussed under claim 2 under paragraph 18. Lambert, Rothblatt, 
Rakavy, Excite@Home, Foladare et al., Eller et al. and Yuhn do not expressly teach the 
method of claim 2, wherein the digitally formatted product is transferred using the Bluetooth 
protocol, wherein the player capable of presenting the downloaded digitally formatted 
product comprises one of an electronic book, an audio player, and a multimedia player. 
However, Motorola teaches transmitting music between home and mobile electronics using 
Bluetooth protocol. According to Motorola's teachings, Bluetooth technology permits data 
transmission without connecting cables or wires. Therefore, at the time of Applicants 
invention, it would have been obvious to one of ordinary skill in the art to modify Lambert, 
Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller et al. and Yuhn to include the 
teachings of Motorola. This combination would permit the digitally formatted product to be 
received by a mobile unit capable free of the restriction associated with cables and wires. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lambert in view of Rothblatt, Rakavy, Foladare et al., Eller et al., Yuhn and Sachs et 
al. 

Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller et al. and Yuhn 
teach all the limitations discussed under claim 2 under paragraph 18. Lambert, Rothblatt, 
Rakavy, Excite@Home, Foladare et al., Eller et al. and Yuhn do not expressly teach the 
method of claim 3 wherein the transferred digitally formatted product comprises at least one 
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of text and JPEG image data, and the player comprises a smart display, the method further 
comprising the step of viewing by the user, one or more pages n the smart display as the 
user depresses sequentially a signaling switch thereon to cause transfer of additional data 
to the smart display for viewing by the user. However, Sachs et al. teach an electronic 
publication distribution system wherein a portable viewer downloads a publication and 
thereupon enables a user to flip through pages of the publication through the activation of 
an icon. At the time of Applicant's invention, it would have been obvious to one of ordinary 
skill in the art, to modify Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller et 
al. and Yuhn to include the teachings of Sachs et al. This combination would enable the 
subscription service to distribute electronic publications such as newspapers and 
magazines. 

Claims 4 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lambert in view of Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller et al., and 
Barber. 

Regarding claim 4, Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. and 
Eller et al. teach all the limitations discussed under claims 1 and 6 in paragraph 16. The 
combination of Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. and does not 
expressly teach the method of claim 16, wherein the user-specific information comprises 
financial information concerning how the user pays for the digitally formatted product. 
However, Eller et al. disclose a system and method for distributing digital products on a pay- 
per-view basis wherein users pay for the digital products by accessing a previously 
established server institution payment account (col. 6, lines 19-25). At the time of 
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Applicant's invention, it would have been obvious to one of ordinary skill in the art, to modify 
Lambert, Rothblatt, Rakavy, Excite@Home and Foladare et al. to include a step wherein 
the user-specific information comprises financial information concerning how the user pays 
for the digitally formatted product as taught by Eller et al. This combination would eliminate 
the burden of having users enter payment information each time a digitally formatted 
product is purchased. 

Further regarding claim 4, Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et 
al. and Eller et al. do not expressly teach the method of claim 16, wherein the step of 
transmitting the offer to download the digitally formatted product comprises: transmitting 
information related to the digitally formatted product, wherein the information related to the 
digitally formatted product comprises a price of the digitally formatted product. However, 
Barber teaches this limitation through its disclosure of a system for distributing digitally 
formatted products on a pay-per-view basis wherein product information, including pricing 
for digitally formatted products, is displayed to a user (col. 3, lines 19-45). Moreover, the 
Examiner notes that each of Lambert, Rothblatt and Foladare et al. teach selling digitally 
formatted products. Thus, each of these references at least suggests modifying its 
teachings to include. Barber's teaching of providing a price for a digitally formatted product. 
Therefore, at the time of Applicant's invention, it would have been obvious to one of 
ordinary skill in the art to modify Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. 
and Eller et al. to include the teachings of Barber in order to communicate a binding offer for 
the sale of digitally formatted products. 

Regarding claim 7, Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. and 
Eller et al. teach all the limitations discussed under claim 18 under paragraph 16. Lambert, 
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Rothblatt, Rakavy, Excite@Home and Foladare et al. do not expressly teach a step wherein 
the user specific information comprises information relating to how the user is to pay for the 
digitally formatted product. However, Eller et al. disclose a system and method for 
distributing digital products on a pay-per-view basis wherein users pay for the digital 
products by accessing a previously established server institution payment account (col. 6, 
lines 19-25). At the time of Applicant's invention, it would have been obvious to one of 
ordinary skill in the art, to modify Lambert, Rothblatt, Rakavy, Excite@Home and Foladare 
et al. to include a step wherein the user specific information comprises information relating 
to how the user is to pay for the digitally formatted product as taught by Eller et al. This 
combination would eliminate the burden of having users enter payment information each 
time a digitally formatted product is purchased. 

Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. and Eller et al. do not 
expressly teach the system of claim 1 8, wherein the means for transmitting the offer to 
download a digitally formatted product also transmits information related to the digitally 
formatted product with the offer and the information related to the digitally formatted product 
comprises a price of the digitally formatted product. However, Barber teaches this limitation 
through its disclosure of a system for distributing digitally formatted products on a pay-per- 
view basis wherein product information, including pricing for digitally formatted products, is 
displayed to a user (col. 3, lines 19-45). Moreover, the Examiner notes that each of 
Lambert, Rothblatt and Eller et al. teach selling digitally formatted products. Thus, each of 
these references at least suggests modifying its teachings to include Barber's teaching of 
providing a price for a digitally formatted product. Therefore, at the time of Applicant's 
invention, it would have been obvious to one of ordinary skill in the art to modify Lambert, 
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Rothblatt, Rakavy, Excite@Home, Foladare et al. and Eller et al. to include the teachings of 
Barber as this combination would communicate a binding offer for the sale of a digitally 
formatted product. 

Still regarding claim 7, Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. 
and Barber do not expressly teach a means for charging the user the price of the digitally 
formatted product when downloaded by the user. However, Eller et al. teaches a system for 
distributing digitally formatted products over a communication network, including a means 
for processing payment information (col. 6, lines 35-41). At the time of Applicant's 
invention, it would have been obvious to one of ordinary skill in the art, to modify Lambert, 
Rothblatt, Rakavy, Excite@Home, Foladare et al. and Barber to include a means for 
charging the user the price of the digitally formatted product when downloaded by the user 
as this combination would provide a means for processing user payment information in 
connection with a pay-per-listen music service. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lambert in view of Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller et al. and 
Adweek. 

Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al., Eller and Adweek teach 
all the limitations discussed under claim 1. Lambert, Rothblatt, Rakavy, Excite@Home, 
Foladare et al. and Eller et al. do not expressly teach the method of claim 1, further 
comprising the step of transmitting to at least one selected mobile terminal of a non- 
member of the subscription service, via a cellular telephone network and without action by 
the non-member, an offer to register with the subscription service. However, Adweek 
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teaches offering consumers free videos in exchange for signing up for a programming 
service. At the time of Applicant's invention, it would have been obvious to one of ordinary 
skill in the art, to modify Lambert, Rothblatt, Rakavy, Excite@Home, Foladare et al. and 
Eller et al. to inlcude transmitting to at least one selected mobile terminal of a non-member 
of the subscription service, via a cellular telephone network and without action by the non- 
member, an offer to register with the subscription service. This combination would increase 
revenue by providing users with an incentive to sign up for the subscription service. 

Lambert, Rakavy, Excite@Home, Foladare et al. Eller et al. and Adweek do not 
expressly teach transmitting an offer to register with the subscription service including at 
least one ofi) a list of digitally formatted products, and ii) at least a portion of one digitally 
formatted product. Howerver, Rothblatt teaches transmitting a list of digitally formatted 
products (p. 4). At the time of Applicant's invention, it would have been obvious to one of 
ordinary skill in the art, to modify Lambert, Rakavy, Excite@Home, Foladare et al. Eller et 
al. and Adweek to include an offer to register with the subscription service including at least 
one ofi) a list of digitally formatted products, and ii) at least a portion of one digitally 
formatted product. This combination would encourages sales by providing users with an 
indication of those products the users can obtain for free if they sign up for the subscription 
service. 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lambert in view of Foladare, Eller, Rothblatt, Rakavy and "AT&T" (AT&T Launches 
Digital PCS Personal News; Customized news, Weather, Sports and More Sent 
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Directly to AT&T Wireless Customers' Digital PCS Phones" Business Wire (August 3, 
1999) p. 0013. 

Regarding claim 24, Lambert, teaches a method of providing an electronic "book of 
the month" subscription service to a user of a cellular telephone network on a cellular 
telephone network, comprising the steps of: 

subscribing, by the user, to the subscription service; and transmitting to the mobile 
terminal, a digitally formatted product. 

Lambert does not expressly teach subscribing, by the user, to the on-line 
subscription service by interacting with a subscription server on the Internet. However, 
Foladare teaches permitting a user to subscribe to a service for providing music over a 
wireless network wherein the user enters his account information over the Internet (Fig. 2; 
col. 2, lines 31-35; col. 5, lines 39-51). At the time of the applicants' invention, it would have 
been obvious to one of ordinary skill in the art, to modify Lambert to include subscribing, by 
the user, to the on-line subscription service by interacting with a subscription server on the 
Internet in order to provide users with a convenient means for subscribing to a music 
service. 

Lambert does not expressly teach wherein said step of subscribing comprises the 
sub-steps of transmitting user-specific information provided by the user to the subscription 
server which stores the user-specific information, wherein the user-specific information 
comprises at least one of the capabilities of said mobile terminal, the preferences of the 
user, and other information related to the user. However, Foladare teaches a method of 
subscribing to a music service wherein a user interacts with an Internet server to provide 
user-specific information, including a subscriber identification code (col. 2, lines 26-37; and 
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col. 5, lines 39-54). At the time of Applicant's invention, it would have been obvious to one 
of ordinary skill in the art to modify Lambert to include Foladare' s teaching of wherein said 
step of subscribing comprises the sub-steps of transmitting user-specifici information 
provided by the user to the subscription server which stores the user-specific information, 
wherein the user-specific information comprises at least one of the capabilities of said 
mobile terminal, the preferences of the user, and other information related to the user. This 
combination would provide the music subscription service with user identification 
information thereby enabling the subscription service to maintain the account activity of a 
plurality of users. 

Lambert and Foladare do not expressly teach wherein each offer is transmitted with 
at least a portion of the digitally formatted product being offered, wherein the user can 
access a preview portion of the at least a portion of the digitally formatted product, wherein 
the offer to download the digitally formatted electronic product is sent to the user if the 
digitally formatted electronic text corresponds to the user-specific information stored at the 
subscription server. However, Eller teaches a method of distributing partially-encrypted 
musical scores wherein a user is permitted to sample a non-encrypted portion of the score 
(Abstract). If the user elects to purchase the encrypted score, the user provides payment 
information and is thereupon provided with a decryption key that permits the user to access 
the music score in its entirety (Id.). At the time of Applicants' invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, and Foladare et al. to include 
the teachings of Eller et al. This combination would add value to the subscription service by 
enabling subscribers to make a purchasing decision after sampling the digitally formatted 
product. 
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Lambert, Foladare and Eller do not expressly teach transmitting from the cellular 
telephone via the cellular telephone network a response indicating from the cellular 
telephone network a response indicating whether the user wishes to accept the offer to 
download the digitally formatted product; and if the transmitted at least a portion of the 
digitally formatted product comprises the entire digitally formatted product and the user 
indicates a desire to purchase the digitally formatted electronic text, transmitting a decoding 
message, wherein said decoding message is for unlocking a gateway lock which prevents 
the user from accessing more that the preview portion of the entire digitally formatted 
product However, Rothblatt teaches this limitation through its disclosure of a method for 
providing pay-per-listen satellite radio service to a mobile terminal wherein a user receives, 
via a digital radio, an offer to receive digital music (page 4). Rothblatt's method also 
teaches having the user accept the offer to receive digital music by transmitting his or her 
acceptance by punching in a music selection and a personal code (Id.). While both Lambert 
and Rothblatt both disclose providing a digital product on a pay-peNisten basis, Rothblatt 
provides more detail in explaining how to accomplish Lambert's pay-per-listen function. 
Therefore, at the time of Applicants' invention, it would have been obvious to one of 
ordinary skill in the art, to modify Lambert, Foladare and Eller to include Rothblatt's teaching 
of transmitting to the mobile terminal at predetermined time intervals and without user action 
an offer to receive a digitally formatted product, transmitting from the mobile terminal via the 
cellular network a response indicating whether the user wishes to accept the offer for a 
digitally formatted product, and transmitting the digitally formatted product to the mobile 
terminal if the user accepts the offer to receive the digitally formatted product. This 
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combination would enable user's to implement Lambert's pay-per-listen function through the 
operation of a cell phone. 

Lambert, Eller and Rothblatt do not expressly teach transmitting, via a cellular 
telephone network, the offer to download the digitally formatted product, and the digitally 
formatted product itself. However, Foladare teach providing a music service over a wireless 
network wherein users communicate with a central server, and receive digitally formatted 
music, via a digital radio wherein the wireless network comprises a cellular telephone 
network (Fig. 1 ; col. 3, lines 53-67). At the time of Applicants' invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Eller and Rothblatt to include 
transmitting, via a cellular telephone network, the offer to download the digitally formatted 
product, and the digitally formatted product itself as taught by Foladare. This combination 
would provide a widely available alternative network for implementing the digital radio 
service thereby avoiding the prohibitive costs associated with satellite communications. 

Lambert, Rothblatt and Foladare et al. do not expressly teach wherein the user can 
access a preview portion of the at least a portion of the digitally formatted product, and if the 
transmitted at least a portion of the digitally formatted product does not comprise the entire 
digitally formatted product and the user indicates a desire to purchase the digitally formatted 
product, transmitting the remaining portion of the digitally formatted product to the mobile 
terminal. However, Eller et al. teach a method of distributing partially-encrypted musical 
scores wherein a user is permitted to sample a non-encrypted portion of the score 
(Abstract). If the user elects to purchase the encrypted score, the user provides payment 
information and is thereupon provided with a decryption key that permits the user to access 
the music score in its entirety (Id.). At the time of Applicants' invention, it would have been 
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obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt and Foladare et al. to 
include the teachings of Eller et al. This combination would add value to the subscription 
service by enabling subscribers to make a purchasing decision after sampling the digitally 
formatted product. 

Lambert, Rothblatt and Foladare et al. do not expressly teach wherein the user can 
access a preview portion of the at least a portion of the digitally formatted product, and if the 
transmitted at least a portion of the digitally formatted product does not comprise the entire 
digitally formatted product and the user indicates a desire to purchase the digitally formatted 
product, transmitting the remaining portion of the digitally formatted product to the mobile 
terminal. However, Eller et al. teach a method of distributing partially-encrypted musical 
scores wherein a user is permitted to sample a non-encrypted portion of the score 
(Abstract). If the user elects to purchase the encrypted score, the user provides payment 
information and is thereupon provided with a decryption key that permits the user to access 
the music score in its entirety (Id.). At the time of Applicant's invention, it would have been 
obvious to one of ordinary skill in the art, to modify Lambert, Rothblatt and Foladare et al. to 
include the teachings of Eller et al. This combination would enable users to sample a 
digitally-formatted product thereby promoting the sale of the digitally-formatted product. 

Assuming, arguendo, Lambert, Foladare, Eller and Rothblatt do not teach providing 
an offer at predetermined time intervals and without user action, Rakavy overcomes this 
ostensible deficiency. Rakavy discloses a method and system for transmitting 
advertisements over a network wherein advertisements are selected based on user-defined 
preferences, and transmitted to users when a low level of network traffic is detected. At the 
time of Applicant's invention, it would have been obvious to one of ordinary skill in the art, to 
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modify Lambert, Foladare, Eller and Rothblatt to include the teachings of Rakavy. Providing 
users with an offer at predetermined time intervals and without user action would provide a 
means of increasing advertising effectiveness since users will not be desensitized by a 
constant stream of advertising. Moreover, employing Rakavy's intermittent offer feature 
would enable the subscription system to make its offers to download music in between 
songs. 

Lambert, Foladare, Eller, Rothblatt and Rakavy do not expressly teach transmitting 
electronic text to a cellular telephone. However, AT&T teaches transmitting textual 
documents to a cellular telephone based on a user subscription, wherein the textual 
documents comprise news, business highlights and sports. At the time of Applicant's 
invention, it would have been obvious to modify Lambert, Foladare, Eller, Rothblatt and 
Rakavy to include transmitting electronic text to a cellular telephone as taught by AT&T as 
this combination would provide for a variety of digitally formatted products, and different 
means for receiving said digitally formatted products. 

Assuming, arguendo, Lambert, Foladare, Rothblatt, Rakavy and AT&T do not teach 
an offer to download a digitally formatted product, the disclosure of Eller satisfies this 
deficiency. Eller teaches offering a digitally formatted product for downloading (col. 5, lines 
38-65). At the time of Applicant's invention, it would have been obvious to one of ordinary 
skill in the art, to modify Lambert, Rothblatt, Foladare et al., Rakavy and Lambert, 
Foladare, Rothblatt, Rakavy and AT&T to include the teachings of Eller. This combination 
would enable users to receive a copy of the digitally formatted product thereby enabling 
users to access the digitally formatted product whenever the user wishes to reproduce it. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS from 
the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tim Brown whose telephone number is (571) 272-0773. 
The examiner can normally be reached on Monday - Friday, 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Housel can be reached on (571) 272-0902. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 

Tim Brown 
Examiner 
Art Unit 1648 
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